The Taubman Company v. Webfeats
319 F.3d 770 (6th Cir. 2003)

Before:  BOGGS, SUHRHEINRICH and CLAY, Circuit Judges.

SUHRHEINRICH, Circuit Judge.

Defendant-Appellant Henry Mishkoff, d/b/a Webfeats, appeals from two preliminary injunctions, respectively entered on October 11, 2001, and December 7, 2001, in the United States District Court for the Eastern District of Michigan, together granting Plaintiff-Appellee the Taubman Company’s (Taubman) request to prevent Mishkoff from using six internet domain names because they likely violate Taubman’s trademarks in the terms “Taubman,” and “The Shops at Willow Bend.”
* * * * 

* * * * Taubman had failed to demonstrate a likelihood of success on the merits because Mishkoff’s use was not “in connection with the sale or advertising of goods or services,” and there is no likelihood of confusion among consumers.

I.  Facts
Mishkoff is a resident of Carrollton, Texas, and a web designer by trade.  Upon hearing the news that Taubman, a Delaware corporation with its principal place of business in Michigan, was building a shopping mall called “The Shops at Willow Bend,” in Plano, Texas, Mishkoff registered the domain name, “shopsatwillowbend.com,” and created an internet website with that address.  Mishkoff had no connection to the mall except for the fact that it was being built near his home.

Mishkoff’s website featured information about the mall, with a map and links to individual websites of the tenant stores.  The site also contained a prominent disclaimer, indicating that Mishkoff’s site was unofficial, and a link to Taubman’s official site for the mall, found at the addresses “theshopsatwillowbend.com,” and “shopwillowbend.com.”
Mishkoff describes his site as a “fan site,” with no commercial purpose.  The site did, however, contain a link to the website of a company run by Mishkoff’s girlfriend, Donna Hartley, where she sold custom-made shirts under the name “shirtbiz.com;” and to Mishkoff’s site for his web design business, “Webfeats.”
When Taubman discovered that Mishkoff had created this site, it demanded he remove it from the internet.  Taubman claimed that Mishkoff’s use of the domain name “shopsatwillowbend.com” infringed on its registered mark, “The Shops at Willow Bend.” Taubman filed a complaint on August 7, 2001, claiming, inter alia, trademark infringement under the Lanham Act, 15 U.S.C. § 1114, asking for a preliminary injunction, and demanding surrender of Mishkoff’s domain name.

Mishkoff responsively registered five more domain names: 1) taubmansucks.com; 2) shopsatwillowbendsucks.com; 3) theshopsatwillowbendsucks.com; 4) willowbendmallsucks.com; and 5) willowbendsucks.com.  All five of these web names link to the same site, which is a running editorial on Mishkoff’s battle with Taubman and its lawyers, and exhaustively documents his proceedings in both the district court and this Court, both through visual scans of filed motions, as well as a first person narrative from Mishkoff.  In internet parlance, a web name with a “sucks.com” moniker attached to it is known as a “complaint name,” and the process of registering and using such names is known as “cybergriping.”
On October 11, 2001, the district court granted Taubman’s motion for a preliminary injunction, enjoining Mishkoff from using the first host name, “shopsatwillowbend.com.”2  On October 15, 2001, Taubman filed a motion to amend the preliminary injunction to include the five “complaint names” used by Mishkoff.  On December 7, 2001, the district court allowed the amendment and enjoined Mishkoff from using the complaint names.

 [Mishkoff appealed in a timely manner.]

* * * * 

III.  Analysis
Mishkoff claims the injunctions preventing his use of the domain name  “shopsatwillowbend.com” and the five “complaint names” are inappropriate because Taubman has not demonstrated a likelihood of success on the merits and because the orders represent a prior restraint on his First Amendment right to speak.

* * * * 
B.  Propriety of the Injunctions
1.  Likelihood of Success on the Merits
* * * * 

Mishkoff proposes that, regardless of whether his use of Taubman’s marks violates the Lanham Act, any injunction prohibiting his use violates the Constitution as a prior restraint on his First Amendment right of Free Speech.  Since Mishkoff has raised Free Speech concerns, we will first explain the interrelation between the First Amendment and the Lanham Act.  First, this Court has held that the Lanham Act is constitutional.  The Lanham Act is constitutional because it only regulates commercial speech, which is entitled to reduced protections under the First Amendment.  Central Hudson Gas & Elec. Corp. v. Public Serv. Comm’n,

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1980116785" 
 447 U.S.  557, 563 (1980) (stating that regulation of commercial speech is subject only to intermediate scrutiny).  Thus, we must first determine if Mishkoff’s use is commercial and therefore within the jurisdiction of the Lanham Act, worthy of lesser First Amendment protections.

If Mishkoff’s use is commercial, then, and only then, do we analyze his use for a likelihood of confusion.  If Mishkoff’s use is also confusing, then it is misleading commercial speech, and outside the First Amendment.  See 134 Cong. Rec. 31, 851 (Oct. 19, 1988) (statement of Rep.  Kastenmeier) (stating that § 43 of the Lanham Act only affects misleading commercial speech); cf. Va. Bd. of Pharmacy v. Va. Citizens Consumer Council, Inc.,

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1976142375" 
 425 U.S.  748, 771 & n.24 (1976) (stating that misleading commercial speech is not protected by the First Amendment); Bonito Boats, Inc. v. Thunder Craft Boats, Inc.,

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&DB=708&FindType=Y&SerialNum=1989026580" 
 489 U.S. 141, 157 (1989) (stating that a trademark owner has at best a quasi-property right in his mark, and can only prevent its use so as to maintain a confusion-free purchasing public) (quoting Crescent Tool Co. v. Kilborn & Bishop Co.,

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&DB=348&FindType=Y&ReferencePositionType=S&SerialNum=1918102322&ReferencePosition=301" 
 247 F. 299, 301 (2d Cir.1917) (L. Hand, J.)).

Hence, as per the language of the Lanham Act, any expression embodying the use of a mark not “in connection with the sale ...  or advertising of any goods or services,” and not likely to cause confusion, is outside the jurisdiction of the Lanham Act and necessarily protected by the First Amendment.  Accordingly, we need not analyze Mishkoff’s constitutional defenses independent of our Lanham Act analysis.  With this backdrop in mind, we proceed to analyze the nature of the two websites.

a.  November 9 Injunction--The “shopsatwillowbend” Website
In regard to the first website, “shopsatwillowbend.com,” Mishkoff argues that his use is completely non-commercial and not confusing, and therefore speech entitled to the full protections of the First Amendment.  Taubman offers three arguments that Mishkoff is using its name commercially to sell or advertise goods or services.  First, Mishkoff had a link to a site owned by Hartley’s blouse company, “shirtbiz.com.”  Second, he had a link to his own site for his web design company, Webfeats.  Third, Mishkoff had accepted a $1000 offer to relinquish the name to Taubman.

Although Mishkoff claims his intention in creating his website was non-commercial, the proper inquiry is not one of intent.  In that sense, the Lanham Act is a strict liability statute.  If consumers are confused by an infringing mark, the offender’s motives are largely irrelevant.  We believe the advertisements on Mishkoff’s site, though extremely minimal, constituted his use of Taubman’s mark “in connection with the advertising” of the goods sold by the advertisers.  This is precisely what the Lanham Act prohibits.

However, Mishkoff had at least removed the shirtbiz.com link prior to the injunction.  A preliminary injunction is proper only to prevent an on-going violation.  As long as Mishkoff has no commercial links on either of his websites, including links to shirtbiz.com, Webfeats, or any other business, we find no use “in connection with the advertising” of goods and services to enjoin, and the Lanham Act cannot be properly invoked. 
Taubman’s assertion that its offer to buy the domain name “shopsatwillowbend.com” from Mishkoff qualifies Mishkoff’s use of the mark as “in connection with the sale of goods” is meritless.  Although other courts have held that a so-called cybersquatter, who registers domain names with the intent to sell the name to the trademark holder, uses the mark “in connection with the sale of goods,” they have also limited their holdings to such instances where the defendant had made a habit and a business of such practices.  See, e.g., E & J Gallo Winery v. Spider Webs Ltd.,

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&DB=506&FindType=Y&ReferencePositionType=S&SerialNum=2002191650&ReferencePosition=270" 
 286 F.3d 270, 270 (5th Cir. 2002) (noting that defendant had made a business practice of selling domain names on eBay for no less than $10,000); Panavision Int’l, L.P. v. Toeppen,

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&DB=506&FindType=Y&SerialNum=1998089734" 
 141 F.3d 1316 (9th Cir.1998).  [Ed.: Assignment 1 discusses the personal jurisdiction holding in Panavision.]
In Panavision, the defendant, Toeppen, purchased and offered to sell the name “panavision.com” to Panavision for $13,000.  Id.

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&FindType=Y&SerialNum=1998089734" 
 at 1318.  Evidence showed that Toeppen had attempted similar deals with a myriad of other companies, ranging from Delta Airlines to Eddie Bauer.  Id.

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&FindType=Y&SerialNum=1998089734" 
 at 1319.  The Ninth Circuit found Toeppen’s intent to sell the domain name relevant in determining that his creation of the site was a commercial use of Panavision’s mark.  Id.

HYPERLINK "http://www.westlaw.com/Find/Default.wl?rs=++++1.0&vr=2.0&FindType=Y&SerialNum=1998089734" 
 at 1325.  In contrast, not only has Mishkoff not made a practice of registering and selling domain names, but he did not even initiate the bargaining process here.  Although Taubman’s counsel intimated at oral argument that Mishkoff had in fact initiated the negotiation process, correspondence in the record supports the opposite conclusion, and shows that Taubman first offered Mishkoff $1000 to relinquish the site on August 16, 2001, and Mishkoff initially accepted it under threat of litigation.  Hence, this case is distinguishable from Panavision.  There is no evidence that Mishkoff’s initial motive in selecting Taubman’s mark was to re-sell the name.  Therefore, we hold his use of the name “shopsatwillowbend.com” is not “in connection with the sale of goods.”
Even if Mishkoff’s use is commercial speech, i.e., “in connection with the sale ...  or advertising of any goods or services,” and within the jurisdiction of the Lanham Act, there is a violation only if his use also creates a likelihood of confusion among customers.  15 U.S.C. § 1114(1).  Moreover, the only important question is whether there is a likelihood of confusion between the parties’ goods or services.  Under Lanham Act jurisprudence, it is irrelevant whether customers would be confused as to the origin of the websites, unless there is confusion as to the origin of the respective products.
Since its inception, Mishkoff had always maintained a disclaimer on the website, indicating that his was not the official website.  * * * * 

* * * * 

We find the analysis here indistinguishable from the disclaimer analysis in [earlier cases].  Mishkoff has placed a conspicuous disclaimer informing customers that they had not reached Taubman’s official mall site.  Furthermore, Mishkoff placed a hyperlink to Taubman’s site within the disclaimer.  * * * * Here, a misplaced customer simply has to click his mouse to be redirected to Taubman’s site.  Moreover, * * * , the customers who stumble upon Mishkoff’s site would otherwise have reached a dead address.  They would have received an error message upon typing “shopsatwillowbend.com,” simply stating that the name was not a proper domain name, with no message relating how to arrive at the official site.  Hence, Mishkoff’s website and its disclaimer actually serve to re-direct lost customers to Taubman’s site that might otherwise be lost.  Accordingly, we find no likelihood that a customer would be confused as to the source of Taubman’s and Mishkoff’s respective goods.

b.  December 7 Injunction--The “sucks” Site
In regard to Mishkoff’s “complaint site,” Taubman claims that Mishkoff’s use is necessarily “in connection with the sale of goods” because his intent behind the use of the names “taubmansucks.com,” et al., is to harm Taubman economically.

* * * * 
* * * Taubman argues that all cybergriping sites are per se commercial and “in connection with the sale of goods.”  * * * * Even if Mishkoff’s use is commercial, it must still lead to a likelihood of confusion to be violative of the Lanham Act.  15 U.S.C. § 1114(1).  In [an earlier case condemning a cybergriping site], the defendant used the plaintiff’s trade name as a domain name, without the qualifying moniker “sucks,” or any other such addendum to indicate that the plaintiff was not the proprietor of the website.  In contrast, “taubmansucks.com” removes any confusion as to source.  We find no possibility of confusion and no Lanham Act violation.

We find that Mishkoff’s use of Taubman’s mark in the domain name  “taubmansucks.com” is purely an exhibition of Free Speech, and the Lanham Act is not invoked.  And although economic damage might be an intended effect of Mishkoff’s expression, the First Amendment protects critical commentary when there is no confusion as to source, even when it involves the criticism of a business.  Such use is not subject to scrutiny under the Lanham Act.  In fact, Taubman concedes that Mishkoff is “free to shout ‘Taubman Sucks!’ from the rooftops....” Brief for Respondent, at 58.  Essentially, this is what he has done in his domain name.  The rooftops of our past have evolved into the internet domain names of our present.  We find that the domain name is a type of public expression, no different in scope than a billboard or a pulpit, and Mishkoff has a First Amendment right to express his opinion about Taubman, and as long as his speech is not commercially misleading, the Lanham Act cannot be summoned to prevent it.

2.  The Remaining Injunctive Factors
When, as here, a preliminary injunction would infringe upon a constitutional right, the likelihood of success on the merits is often the determinative factor.  Even so, the other three factors also suggest that a preliminary injunction is not proper.  Because Mishkoff is not using Taubman’s mark to peddle competing goods, and because any damages would be economic in nature and fully compensable monetarily, we find no potential for irreparable harm to Taubman that should lead us to uphold the injunctions.  Moreover, absent a likelihood of confusion, we find no negative impact on the public interest caused by Mishkoff’s use.  In fact, due to the Free Speech concerns present, we find the potential for irreparable harm to Mishkoff more likely, and that the public would be negatively impacted, should we not dissolve the injunctions.
Lastly, although no economic harm will accrue to Mishkoff should he be prevented from maintaining his sites, there is little potential harm to Taubman, or any other party, as well, because Mishkoff is not a competitor in the marketplace.  Accordingly, upon a balancing of the factors for injunctive relief, we dissolve both injunctions.
2 Taubman sought the injunction under other claims too, including violation of the Anticybersquatting Act.  However, the district court granted the injunction based only on the Lanham Act claim.  Accordingly, that is the only issue before this Court. 





