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LEE, District Judge.

THIS MATTER is before the Court on the Plaintiff U-Haul International, Inc.’s (“U-Haul”) and the Defendants WhenU.com, Inc.’s, (“WhenU”) and Avi Naider’s motions for summary judgment * * * .  This case involves pop-up advertising and Plaintiff U-Haul’s claim that Defendant WhenU’s pop-up advertising infringes upon U-Haul’s trademark * * *.  U-Haul complains that WhenU’s pop-up advertisements, which crowd the computer user’s screen and block out U-Haul’s website display, in effect, infringe on U-Haul’s registered trademark.  The issue presented is whether WhenU’s computer software, which presents pop-up advertising when the individual computer user searches for goods and services on the Internet, is a form of trademark * * * infringement * * * .  Because the computer software at issue does not copy or use U-Haul’s trademark the Court concludes that WhenU’s pop-up advertising does not constitute trademark * * * infringement * * *; therefore, the Court grants WhenU’s motion for summary judgment.

The Court acknowledges that this case is an attempt by a trademark owner and copyright holder to limit annoying pop-up advertising from blotting out its website on the individual computer user’s screen.  The average computer user who conducts a web search for the U-Haul website would expect the U-Haul website to appear on their computer screen; however, in this case, the computer screen fills with the advertisement of a U-Haul competitor.  The user must then click and close the pop-up advertisement window in order to get to their destination, the U-Haul website.  While at first blush this detour in the user’s web search seems like a siphon-off of a business opportunity, the fact is that the computer user consented to this detour when the user downloaded WhenU’s computer software from the Internet.  In other words, the user deliberately or unwittingly downloaded the pop-up advertisement software.  The foregoing explanation makes it clear that under the circumstances, while pop-up advertising may crowd out the U-Haul’s advertisement screen through a separate window, this act is not trademark * * * infringement * * * .

Computer users, like this trial judge, may wonder what we have done to warrant the punishment of seizure of our computer screens by pop-up advertisements for secret web cameras, insurance, travel values, and fad diets.  Did we unwittingly sign up for incessant advertisements that require us to click, click, and click again in order to return to our Internet work?  The Court, in this opinion, attempts to answer this question; we have invited these pop-up advertisements by downloading free screen savers and other free software from the Internet.

Despite U-Haul’s plea, the Court, upon review of the applicable law, concludes that, while pop-up advertisements seize the user’s computer screen with a window of advertisement, blocking out the object of your search and your document, requiring you to click several times to clear your computer screen, these advertisements do not consist trademark * * * infringement * * *.  WhenU’s pop-up advertisement software resides in individual computers as a result of the invitation and consent of the individual computer user, and, thus, the advertisements do not use, alter or interfere with U-Haul’s trademarks.  Alas, we computer users must endure pop-up advertising along with her ugly brother unsolicited bulk email, “spam”, as a burden of using the Internet.

I.  BACKGROUND
WhenU.com, Inc., and Avi Naider (collectively “WhenU”) distribute a downloadable software program called “SaveNow” that is generally bundled for distribution with other software programs.  For example, the pop-up advertisement software is found in many web-based “free” screensaver programs downloaded by individual computer users.  Once a user accepts the license agreement, the SaveNow software is delivered and installed on the user’s computer.  Using a directory of commonly used search phrases, commonly visited web addresses, and various keyword algorithms, the SaveNow program scans the user’s Internet activity to determine whether any of the terms, web addresses, or content match the information in the directory.  If the program finds a match, it identifies an associated product or service category.  The SaveNow program then determines whether the user’s computer should receive a pop-up advertisement that is selected at random from WhenU’s clients which match the category of the user’s activity.  The program will then display a pop-up advertisement on the user’s computer screen; this pop-up ad will generally appear in front of all the windows the user may have open at the time.  Once the pop-up ad is displayed, the user must either move the mouse and click the ad closed or use the keystrokes “Alt-F4” to close the ad.

To maintain its business, WhenU sells advertising space and opportunities to merchants that want to take advantage of the SaveNow software.  However, WhenU does not sell individual web addresses to its advertising clients and does not guarantee to any advertiser that its ad will be shown when a consumer visits a particular website.
* * * * 
II.  DISCUSSION
* * * * 
The Court grants Defendants’ motion for summary judgment on Plaintiff’s trademark claims because Plaintiff fails to show how a pop-up advertisement appearing in a separate window on an individual’s computer obstructing U-Haul’s advertisement is a “use” of U-Haul’s trademarks in commerce.  A plaintiff alleging causes of action for trademark infringement and unfair competition must prove (1) that it possesses a mark, (2) that the defendant used the mark, (3) that the defendant’s use of the mark occurred ‘in commerce’, (4) that the defendant used the mark ‘in connection with the sale, offering for sale, distribution, or advertising’ of goods or services, and (5) that the defendant used the mark in a manner likely to confuse consumers. 15 U.S.C. §§ 1114, 1125(a).  A fundamental prerequisite for claims of trademark infringement pursuant to 15 U.S.C. § 1114 and of unfair competition pursuant to 15 U.S.C. § 1125(a) is proof that the defendant used one of the plaintiff’s protected marks in commerce.  A mark is “used in commerce” in connection with goods when the mark is “placed in any manner on the goods or their containers or the displays associated therewith or on the tags or labels affixed thereto, ...  or on the documents associated with the goods or their sale.”  15 U.S.C. § 1127.  A mark is “used in commerce” in connection with services when the mark is “used or displayed in the sale or advertising of services and the services are rendered in commerce ....” Id.
U-Haul contends that the fact that WhenU’s pop-up ads appear on the same screen as U-Haul’s website and logo is enough to constitute a “use in commerce” under the Lanham Act.  U-Haul further argues that WhenU’s use of U-Haul’s trademark “U-Haul” as part of the process by which its pop-up advertisements are triggered constitutes “use in commerce.”  U-Haul also contends that When-U’s pop-up scheme interferes with the use of U-Haul’s Web site by its customers and dealers.  As discussed below, however, WhenU’s pop-up advertisements do not constitute “use in commerce” of U-Haul’s trademarks for four reasons.

First, U-Haul relies on the premise that WhenU’s pop-up ads are framed by the U-Haul website; in other words, the argument is that WhenU’s ads appear as a single visual presentation as part of U-Haul’s website.  This position, however, is untenable.  When a WhenU ad appears on a user’s computer screen, it opens in a WhenU-branded window that is separate and distinct from the window in which the U-Haul website appears.  It is important to note that in the Microsoft Windows environment, each program that the user launches generally appears on a separate window on the user’s computer screen.  In addition, the computer user may have multiple windows open at once; and in many instances, a separate window may pop-up on the user’s screen notifying the user of an event: incoming e-mail, completion of a task by the computer, an appointment, etc.

Second, “use” is not established merely because trademarks are simultaneously visible to a consumer.  Such comparative advertising does not violate trademark law, even when the advertising makes use of a competitor’s trademark.  Thus, the appearance of WhenU’s ads on a user’s computer screen at the same time as the U-Haul web page is a result of how applications operate in the Windows environment and does not consist “use” pursuant to the Lanham Act.

Third, WhenU’s inclusion of the U-Haul uniform resource locator (“URL”) and “U-Haul” in its directory incorporated into the SaveNow program does not constitute “use” under the Lanham Act.  WhenU does not sell the U-Haul URL to its customers.  Nor, does WhenU display the U-Haul URL or the words “U-Haul” to the computer user when the ad pops-up.  U-Haul fails to adduce any evidence that WhenU uses U-Haul’s trademarks to identify the source of its goods or services.  WhenU does not place the U-Haul trademarks in commerce; the SaveNow program merely uses the U-Haul URL and “U-Haul”.  Likewise in the instant case, WhenU’s incorporation of U-Haul’s URL and “U-Haul” in the SaveNow program is not a trademark use because WhenU merely uses the marks for the “pure machine-linking function” and in no way advertises or promotes U-Haul’s web address or any other U-Haul trademark.

Fourth, WhenU’s pop-up scheme does not interfere with the use of U- Haul’s web site by its customers and dealers because the SaveNow program does not interact with U-Haul’s computer servers or systems and the SaveNow program is a user-installed program where the user has made a conscious decision to install the program.  U-Haul cites several cases for the proposition that interference with a Web page constitutes a use in commerce; however, Plaintiff’s reliance on these cases is misplaced.  The cases address situations where the defendants prevented or hindered Internet users from accessing plaintiffs’ services.  See People for Ethical Treatment of Animals v. Doughney,
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 263 F.3d 359 (4th Cir.2001) (finding that defendant had prevent users form downloading or using PETA’s good or services through cybersquatting on the domain name “www.peta.org”); OBH, Inc. v. Spotlight Magazine, Inc.,
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 86 F.Supp.2d 176 (W.D.N.Y.2000) (holding that defendant’s website was likely to prevent or hinder Internet users form accessing plaintiffs services on plaintiffs’ own web site where defendant cybersquatted on the domain name “thebuffalonews.com”).

In this instance, WhenU is not cybersquatting on U-Haul’s trademark which serves as its domain name on the Internet.  Nor, is a computer user taken to a WhenU website when the user searches for U-Haul’s domain name.  Furthermore, the SaveNow program does not hinder or impede Internet users from accessing U- Haul’s web site in such a manner that WhenU “uses” U-Haul’s trademarks.  The SaveNow program resides within the user’s computer and does not interact or communicate with U-Haul’s website, its computer servers, or its computer systems.  Further, the SaveNow program does not change the underlying appearance of the U-Haul website.  In addition, the SaveNow program is installed by the computer user who can decline to accept the licensing agreement or decline to download the program.  Thus, the user controls the computer display the moment the WhenU ad pops up, and the user may also have other programs with pop-up windows notifying the user of an event within the computer system.  The SaveNow program is, therefore, no different than an e- mail system that pops a window up when the registered user receives a new e- mail message.

In sum, U-haul fails to establish that WhenU uses U-Haul’s trademarks in commerce in violation of the Lanham Act because (1) WhenU’s pop-up window is separate and distinct from U-Haul’s web site, (2) WhenU does not advertise or promote U-Haul’s trademarks through the use of U-Haul’s URL or “U-Haul” in its SaveNow directory, and (3) the SaveNow program does not hinder or impede Internet users from accessing U-Haul’s web site in such a manner that WhenU “uses” U-Haul’s trademarks.  Therefore, WhenU is entitled to summary judgment on U-Haul’s claims of trademark infringement.


